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DETAILED ACTION 

Examiner's Note 

1 . The examiner acknowledges that the previously filed First Action on the Merits of 
06/03/09 addressed the claims as filed on 02/13/09 and not the most current claims as filed on 
05/29/09. Subsequently the current office action is being sent in which claims 1-25 are 
addressed. Claims 1-11 are currently under examination on the merits as per the previous 
restriction requirement and claims 12-25 are withdrawn from consideration for being drawn to 
non-elected subject matter. Since the amendments to the claims was largely formatting changes 
the current office action is substantially similar to the previous one. 

Election/Restrictions 

2. Applicant's election with traverse to Group I, claims 1-11, in the response filed on 
02/13/09 is acknowledged. Applicant's traversal is on the grounds that the examiner erred in 
showing that the separate groups lack the same or corresponding special technical feature. The 
examiner disagrees. Applicant argues that the groups can possess "one or more" of the same or 
corresponding special technical features, however it has been shown that the various groups in 
this application lack one, let alone more than one, shared special technical feature which makes a 
contribution over the prior art. Applicant goes on to show various combinations of inventions 
which are considered to have unity of invention however these combinations do not relate to the 
instant inventions because the process does not specifically relate to the product (i.e. the product 
does not require that the electrically conductive polymer be "fitted" into the product) and 
because the use does not specifically relate to the product (i.e. the product does not require that 
the security symbol be detected via identifying the electrical conductivity of the paper). 



Application/Control Number: 1 0/55 1 ,936 Page 3 

Art Unit: 1794 

3. Applicant alleges that the Beghello et al. reference which was cited in the initial 
restriction requirement does not read on the "figure representing a visual mark" limitations. 
While the examiner maintains that it would have otherwise been obvious to one having ordinary 
skill in the art to have provided an invisible security feature with a visual mark in order to 
identify the location for scanning of the feature, upon further inspection of the reference it has 
been found that Beghello et al. itself contains disclosure related to a visually identifiable mark 
([0025]). In summation, the lack of unity of invention, due to the lack of a shared special 
technical feature as shown by Beghello et al., is deeemed proper and the restriction is made 
FINAL. Claims 1-11 are currently under examination on the merits, claims 12-25 are withdrawn 
from consideration for being directed to non-elected subject matter. 

Claim Rejections - 35 USC § 112 

4. Claim 3 is rejected under 35 U.S.C. 1 12, second paragraph, as being indefinite for failing 
to particularly point out and distinctly claim the subject matter which applicant regards as the 
invention. Claim 3 recites an "independently electrically conductive polymer" which renders the 
claim vague and indefinite in that it is unclear what is considered an "independent" electrically 
conductive polymer. 

Claim Rejections - 35 USC § 102 

5. The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that form the 
basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public use or on 
sale in this country, more than one year prior to the date of application for patent in the United States. 
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6. Claims 1-6 and 1 1 are rejected under 35 U.S.C. 102(b) as being anticipated by Beghello 
etal. (U.S. 2002/0114931). 

7. Regarding claims 1-6 and 11, Behello et al. discloses a security symbol for paper ([001 1]- 
[0013]) which comprises electrically conductive polyaniline polymers, which can be rendered 
conductive or nonconductive by doping or dedoping with oxidation or reduction (i.e. acid or 
base) ([0014] and [0015]). The authentication is provided by detecting changes in the 
conductivity of the bar code type structure (Fig. 1 and 2 and [0019]). The security symbol is 
disclosed as being embedded into the security document ([0028]). Indicators are disclosed at 
[0025] which would indicate the presence and the general location of the security mark via a 
visibly identifiable figure (i.e. a shape or form). 

Claim Rejections - 35 USC § 103 

8. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set forth in 
section 102 of this title, if the differences between the subject matter sought to be patented and the prior art are 
such that the subject matter as a whole would have been obvious at the time the invention was made to a person 
having ordinary skill in the art to which said subject matter pertains. Patentability shall not be negatived by the 
manner in which the invention was made. 

9. The factual inquiries set forth in Graham v. John Deere Co. , 383 U.S. 1 , 148 USPQ 459 
(1966), that are applied for establishing a background for determining obviousness under 35 
U.S.C. 103(a) are summarized as follows: 

1 . Determining the scope and contents of the prior art. 

2. Ascertaining the differences between the prior art and the claims at issue. 

3. Resolving the level of ordinary skill in the pertinent art. 

4. Considering objective evidence present in the application indicating obviousness 
or nonobviousness. 
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10. This application currently names joint inventors. In considering patentability of the 
claims under 35 U.S.C. 103(a), the examiner presumes that the subject matter of the various 
claims was commonly owned at the time any inventions covered therein were made absent any 
evidence to the contrary. Applicant is advised of the obligation under 37 CFR 1.56 to point out 
the inventor and invention dates of each claim that was not commonly owned at the time a later 
invention was made in order for the examiner to consider the applicability of 35 U.S.C. 103(c) 
and potential 35 U.S.C. 102(e), (f) or (g) prior art under 35 U.S.C. 103(a). 

1 1 . Claims 7-10 are rejected under 35 U.S.C. 103(a) as being unpatentable over Beghello et 
al. (U.S. 2002/0114931) as applied to claim 1 above. 

12. Regarding claims 7-10, Beghello et al. discloses all of the limitations as set forth above. 
While Beghello et al. does not explicitly discloses the perceived meaning of the identifying 
features disclosed at [0025], one having ordinary skill would have found it obvious that 
providing visually identification means to a security device intended to be scanned for electrical 
conductivity would make it evident to a person trained in validating the document where to scan 
it in order to detect the conductivity. It would likewise be obvious to provide the visual 
identification means ([0025]) at locations which have specific significance (i.e. the points 3, 4, 5 
and 6 discussed at [0019]). The particular shape (i.e. graphic symbol) of the identifiers disclosed 
at [0025] would be a matter of aesthetic design choice and would therefore be obvious to one 
having ordinary skill in the art. 
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Conclusion 

13. Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to MICHAEL B. NELSON whose telephone number is (571) 270- 
3877. The examiner can normally be reached on Monday through Thursday 6AM-4:30PM. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, David Sample can be reached on (571) 272-1376. The fax phone number for the 
organization where this application or proceeding is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the Patent 
Application Information Retrieval (PAIR) system. Status information for published applications 
may be obtained from either Private PAIR or Public PAIR. Status information for unpublished 
applications is available through Private PAIR only. For more information about the PAIR 
system, see http://pair-direct.uspto.gov. Should you have questions on access to the Private PAIR 
system, contact the Electronic Business Center (EBC) at 866-217-9197 (toll-free). If you would 
like assistance from a USPTO Customer Service Representative or access to the automated 
information system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 



/MN/ 
07/14/09 



/David R. Sample/ 

Supervisory Patent Examiner, Art Unit 1794 



